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CuristinE M. Lovenran ano Curistian W. Reiner v. QUAKER 
City CHOocoLATE AND CONFECTIONERY Company, INc. 


Quaker City CHocoLtaTeE AND CONFECTIONERY Company, INC. Vv. 
CuristineE M. LovgHran AND CuristiAN W. REIHER 


United States Circuit Court of Appeals for the Third Circuit 
March, 1924 


Trape-Marks AND TrapE-Names—ReEcistratTion BY Bitt 1x Equity UNDER 
Section 4915, Revisep Sratures—Evivence Requisite To JusTIFY 
REVERSAL. 

In a suit to set aside a judgment of the Court of Appeals of the 
District of Columbia in a trade-mark case, brought before a district 
court under Section 4915, Revised Statutes, the question must there be 
considered and determined on its merits; and the plaintiff, to prevail, 
cannot rely upon a mere preponderance of evidence, but must overcome 
the decision appealed from by testimony which, in character and 
amount, brings thorough conviction. 

Trape-Marks AND TrapE-Names—Conriictinc Marxs—‘QvuaKkerR, City” 
AND “QuAKER Maip” ror Canpy—Ricut to Worp “QuaKER”— 
ReGistrRaTion Gives No Monopoty to Every Worp 1x Trape-Mark 
—AFFIRMAL OF Orper DirectinG ReGIsTRATION. 

The registration of a trade-mark does not give the registrant a 
monopoly of every word in the mark, however disposed and used. 
Where, therefore, defendant secured registration for the words 
“Quaker City,” accompanied by the picture of a man in Quaker cos- 
tume, as a trade-mark for candies, it could not claim an exclusive right 
to the word “Quaker” alone, and, in the absence of convincing proof 
that such registered mark is confusingly similar to plaintiff's mark 
“Quaker Maid,” the decision of the district court ordering registration 
of the latter is affirmed. 


On appeal from the District Court of the United States for the 


Eastern District of Pennsylvania. Affirmed. (For opinion of lower 
court, see 13 T. M. Rep. 149.) 


Joshua R. H. Potts and George B. Parkinson, both of Phila- 
delphia, Pa., for plaintiff-appellants. 
Howson & Howson, of Philadelphia, Pa., for the defendant- 


appellee. 
Before Burrineron, Woottey and Davis, Circuit Judges. 


Woo tey, Circuit Judge: These cross-appeals are from a de- 
cree entered by the District Court in a suit in equity brought by 
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Christine M. Loughran and Christian W. Reiher against the Quaker 
City Chocolate and Confectionery Company, Inc. to enforce their 
claimed right to registration of a trade-mark and to compel cancella- 
tion of certain trade-mark registrations previously allowed the de- 
fendant. 

In July, 1918, Christine M. Loughran (then Christine M. 
Kernan), filed an application in the United States Patent Office for 
registration of the words “Quaker Maid” as a trade-mark for 
candies, claiming use of this mark since October, 1913. Following 
an ex parte prosecution, the Commissioner of Patents passed the 
application for publication in the Official Gazette. (Trade-Mark 
Act of February 20, 1905, Section 6, 33 Stat. 724.) After publica- 
tion, the Quaker City Chocolate and Confectionery Company filed 
a notice of opposition based upon prior use of its several marks. 
Issue was joined and testimony taken. The case was then presented 
to the Examiner of Trade-Mark Interferences. That official sus- 
tained the opposition, but on appeal the Commissioner of Patents 
reversed his decision. From the Commissioner’s decision favoring 
registration, the Chocolate Company prosecuted an appeal to the 
Court of Appeals of the District of Columbia. That court reversed 
the Commissioner of Patents and directed rejection of the Kernan 
(Loughran) application. Quaker City C. & C. Co. v. Kernan, 278 
Fed. 592 [12 T. M. Rep. 220]. Loughran, with Reiher, who had 
acquired an interest in the trade-mark, then brought this action in 
the District Court under Section 4915 of the Revised Statutes for 
the twofold purpose of compelling the registration of their trade- 
mark and the cancellation of the trade-marks of the Chocolate 
Company. The District Court adjudged the plaintiffs entitled to 
registration, but dismissed that part of the bill by which they 
sought cancellation of the defendant’s registrations. Loughran v. 
Quaker City C. & C. Co., 286 Fed. 694 [13 T. M. Rep. 149]. The 
defendant below, hereinafter referred to as defendant, appealed 
from the first part of the decree, and the plaintiffs below, herein- 
after referred to as plaintiffs, appealed from the second part. This 
is the history of the litigation. The story of the case is as follows: 

On different dates between November, 1891 and April, 1906, 
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being dates in some instances prior to the use and in all instances 
prior to the registration of the trade-marks here in contest, Don- 
iphan & Company of St. Joseph, Mo. adopted and used the word 
“Quaker” and various representations of persons in Quaker costume 
in its candy business. Trade-mark registrations were allowed Don- 
iphan & Company as follows: One in 1891, use claimed since 
October 1, 1890, showing a picture of a Quaker maid with the 
words “Quaker Brand’; another in 1895, showing a bust picture 
of a Quaker man and the word “Quaker,” claiming use since Sep- 
tember 30, 1890; another in 1905, showing a different picture of a 
Quaker maid with the words “Quaker Brand,” claiming use since 
October 1, 1890; still another in 1906, showing a bust picture of a 
Quaker man with the word “Quaker,” and claiming use since Oc- 
tober 80, 1890. 

In 1898, the defendant assumed the corporate name “Quaker 
City Chocolate and Confectionery Company” and, evidently without 
knowledge of the trade-mark registrations of Doniphan & Company, 
attached labels to its candies bearing the words “Quaker City” and 
the picture of a man in Quaker costume. On November 13, 1906, 
the defendant obtained the registration of the main characteristics 
of this label as trade-marks. (Nos. 57, 604 and 57, 605). In their 
commercial use they are combined in a strip, bright red in color, 
having the words “Quaker City” prominently displayed at opposite 
ends in white script letters and containing in the center a gold seal 
bearing the picture of a Quaker man. Above the seal appears the 
words “Gold Seal Brand” and below the seal the words “Trade- 
mark.” These trade-marks are used mainly, if not entirely, on 
penny specialities and constitute, the defendant claims, a valuable 
good-will asset in a business that has grown through the vears to 
very large proportions. 

In using its trade-marks, however, the defendant has not con- 
fined itself to their precise words and figures, but being entitled 
to the whole, it conceived it was equally entitled to their parts, and, 
so, broke them up and freely adopted the single word “Quaker’’— 
the capital word or catch word of the marks—in wrapping and ad- 


vertising its candies, using such expressions as “Quaker Brand,” 
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“Quaker Chips,’ “Quaker Kisses.” In one instance, and in only 
one so far as the record shows, the words “Quaker Kisses’’ were 
accompanied with the picture of a Quaker woman or maid dressed 
in Quaker costume. 

In October, 1912, Loughran first used the words “Quaker 
Maid,” evidently without knowledge of the previous use by Doni- 
phan & Company, or of the close use by the defendant in the in- 
stance mentioned. Her business started in a small way and has not 
greatly expanded. She manufactured her own candies and put them 
up and sold them in a plain white box with a picture of a Quaker 
woman and the words “Quaker Maid” in script letters positioned 
diagonally across the top in a form practiced very generally by 
dealers who sell candies in pound boxes. In 1915, Lovehran decided 
to register her trade-mark. A preliminary search disclosed the 
trade-marks of both Doniphan & Company and the defendant. This, 
it is alleged, was her first knowledge of them, and in view of Doni- 
phan & Company’s registrations, she decided not to prosecute her 
application. Later, however, she learned that Doniphan & Company 
had discontinued business. Upon verifying this information and 
and regarding the trade-marks of Doniphan & Company as being 
abandoned and therefore susceptible of valid appropriation by any 
one, Paul on T'rade-marks, Section 101; Rice-Stix Dry Goods Co. 
v. Schwarzenbach-Huber Co., 47 App. D. C. 249, 250 [8 T. M. Rep. 
111]; Meyer F. § J. Co. v. Virginian-Carolina Chem. Co., 85 App. 
D. C. 425, 429, she made application as the first taker on July 6, 
1918 for the registration here in controversy, and thereupon this 
litigation began. 

On the facts, which are not in dispute, the defendant has raised 
several questions of law. The first is whether the District Court 
had jurisdiction under Section 4915 of the Revised Statutes to ad- 
judge the plaintiffs entitled to the registration they seek. Since 
these appeals were taken, that question has been removed from the 
case by the decision of the Supreme Court in American Steel Foun- 
dries v. Commissioner of Patents, 262 U. S. 209 [18 T. M. Rep 289] 
sustaining the jurisdiction of district courts in cases involving the 
registration of trade-marks. 
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The next question is whether the plaintiffs are entitled as mat- 
ter of law to registration of their trade-marks. This depends upon 
a variety of considerations. In approaching this question we are 
moved to express hesitation in reviewing and indirectly reversing the 
action of the Court of Appeals of the District of Columbia in a mat- 
ter peculiarly within the province of that court. While technically 
a bill in equity under Section 4915 of the Revised Statutes is an 
action de novo (Butterworth v. Hoe, 112 U. S.50; Appert v. 
Brownsville P. G. Co., 144 Fed. 115, 117), it is, nevertheless, in 
effect, a suit to set aside a judgment made by the Court of Appeals 
of the District of Columbia within its special jurisdiction. Morgan 
v. Daniels, 1538 U. S. 120. Yet, as the cited statute extends a liti- 
gant’s remedy beyond that court to the district court and, by appeal, 
to the circuit court of appeals, a question of this kind, when it 
reaches the latter courts, must there be considered and determined 
on its merits. We make this observation, however, that in a case 
for the registration of a trade-mark, the law applicable to patents 
where priority of invention is involved is equally applicable to trade- 
marks in that the plaintiff, to prevail, cannot rely upon a mere pre- 
ponderance of evidence, but must overcome the decision in the Court 
of Appeals of the District of Columbia by testimony which in 
character and amount brings thorough conviction. Morgan v. 
Daniels, 158 U. S. 120; Gold v. Gold, 237 Fed. 84, 86; Gold v. 
Newton, 254 Fed. 824, certiorari denied, 249 U. S. 608; Barrett v. 
Ewing, 228 O. G. 761; Curtis Corporation v. Janin, 278 Fed. 454. 

Further, we desire to note that in this discussion nothing we 
may say should be construed as an opinion of this court on the valid- 
ity of the defendant’s trade-marks. We are not concerned in this 
action with the validity of the defendant’s trade-mark registrations; 
we are concerned only with the plaintiffs’ right to have their trade- 
mark registered. Therefore, any comments we may make upon the 
defendant’s trade-marks will be addressed only to the position it 
has taken in opposition to the plaintiffs’ registration. 

We direct our inquiry to the presence of deceptive similarity in 
the opposing trade-marks. In this connection the statute provides 

(Trade-Mark Act of February 20, 1905, Section 6, 33 Stat. 724) 
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“That trade-marks which are identical with a registered or known 
trade-mark, owned and in use by another and appropriated to merchandise 
of the same descriptive properties or which so closely resemble the registered 
or known trade-mark owned and in use by another and appropriated to 
merchandise of the same descriptive properties as to be likely to cause 
confusion or mistake in the mind of the public or to deceive purchasers 
shall not be registered.” 


The defendant’s trade-marks, as we have shown, comprise the 
words “Quaker City” in script letters with the representation of a 
Quaker man on a gold seal. The plaintiffs’ trade-mark comprises 
the words “Quaker Maid,” likewise in script letters, with the repre- 
sentation of a Quaker woman or maid. The background of the de- 
fendant’s trade-mark is a bright red, that of the plaintiffs’ plain 
white. Color, however, is not a part of the trade-marks. The de- 
fendant introduced no evidence that these trade-marks are confusing 
because of similarity. In other words, it did not attempt to prove 
that the trade has ever been confused by the marks or that pur- 
chasers have ever mistaken one for the other, or have mistaken the 
wares they mark, a situation which at first induces one’s mind to 
conclude that the ground for opposition is not tenable. Patton 
Paint Co. v. Sunset Paint Co., 290 Fed. 324, 326 [13 T. M. Rep. 
335]. Therefore, we must determine from the trade-marks them- 
selves whether they resemble each other so closely that confusion 
or mistake in the mind of the public will likely occur. Wm. Waltke 
Co. v. Schafer Co., 263 Fed. 650 [10 T. M. Rep. 246]; Pillsbury 
v. Pillsbury, etc. Co., 54 Fed. 841, 846; Ammon & Person v. Dairy 
Co., 252 Fed. 276, 278 [8 T. M. Rep. 395]. Without reciting the 
processes by which we have arrived at our conclusion, it will be 
enough to say that after a careful study of these trade-marks we 
have not found such similarity, and, therefore, are constrained to 
affirm the finding of the learned district judge, though it be opposed 
to that of the Court of Appeals of the District of Columbia. Ken- 
tucky D. & W. Co. v. Dempsey & Co., C. D. 1907, 809. But the 
unusual thing about the opposition of the defendant is that its com- 
plaint does not extend so much to a claimed deceptive similarity be- 


tween the contesting trade-marks as it does to its claimed right, pre- 
viously stated, to take out of its trade-marks the catch word 


“Quaker” and use it in is business generally—and exclusively. The 
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defendant maintains that it has used the word “Quaker” disjoined 
from the word “City” and has applied it to advertising, wrapping, 
boxing and selling its candies so long that its candies have become 
known to the public by this single word and therefore the registra- 
tion of the plaintiffs’ trade-mark of “Quaker Maid,” though accom- 
panied with the representation of a Quaker woman, would carry to 
the trade the idea that the plaintiffs’ candies are made by the de- 
fendant. This conclusion is only true if the defendant were entitled 
to the exclusive use of the word “Quaker.” We can not see what 
right it has to appropriate and make claim to the exclusive use of 
one of several trade-mark words. Quaker City, the name by which 
the City of Philadelphia is popularly known, is a name freely used 
by a multitude of tradesmen, as an inspection of the telephone di- 
rectory of that city will abundantly show. The registration of a 
trade-mark does not give the registrant a monopoly of every word 
in the trade-mark howsoever disposed and used. 

But the defendant is gravely concerned on the issue of similar- 
ity because of what it claims to be the disadvantageous tactical 
position in which the decree of the District Court has placed it. It 
argues that the decision of that court is an adjudication between 
these parties that their trade-marks are similar within the meaning 
of the statute and that the plaintiffs are prima facie owners. 
Armed with this decision, the plaintiffs will, the defendant con- 
tends, place their mark on the register. The defendant’s trade- 
mark is already registered. Under Section 6 of the Trade-Mark 
Act, two similar trade-marks may not remain on the register. A 
cancellation proceeding, as provided by Section Thirteen of the Act, 
would then be in order. The defendant, the prior user of the 
trade-mark, cannot bring such a proceeding “if it is bound by the 
decision of the lower court which adjudges the plaintiffs entitled 
to registration.” The defendant next contends there is nothing to 
prevent the plaintiffs from bringing such a proceeding against it 
and that if they do and are successful, they will be in position, by 
virtue of their prima facie title, to proceed under the Trade-Mark 
Act to enjoin the defendant from using its own trade-marks. This 


argument is adroit, but we think it is not entirely sound. It is based 
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on the false premise that the decree of the District Court adjudging 
the plaintiffs entitled to registration of their trade-mark is a decision 
that the contesting trade-marks are similar within the meaning of 
the statute. It occurs to us that the only inference to be 
drawn from the decree of the District Court authorizing 
registration of the plaintiffs’ trade-mark is that it is not 
similar to the trade-marks of the opposing defendant. Other- 
wise there would be neither justification nor validity in the award 
of registration. At all events, it is our purpose by this decision on 
appeal to make it clear that the trade-marks here in opposition are 
not similar within the meaning of the statute and that, for this rea- 
son the plaintiffs’ right to registration adjudged by the District 
Court should be sustained, and for the added reason that, in our 
opinion, the words “Quaker Maid” constitute a valid technical trade- 
mark. Hamilton-Brown Shoe Co. v. Wolf Brothers & Co., 240 U.S. 
251, 256, 257 [6 T. M. Rep. 169], “The American Girl”; Nestle & 
Anglo-Swiss Condensed Milk Co. v. Walter Baker & Co. [1 'T. M. 
Rep. 90, 93]. “Milkmaid Brand”; Northern Shoe Co. [4 T. M. 
Rep. 415], “Northern Maid.” 

The remaining questions are whether, on the facts, the District 
Court had jurisdiction to order the cancellation of the defendant’s 
trade-mark registration, and if it had, whether the defendant’s reg- 
istrations should not be cancelled. These questions arose on the 
plaintiffs’ appeal and are decided adversely to them. 

The decree below is in all respects affirmed with costs of these 
appeals to be paid one-third by Loughran and Reiher and two- 
thirds by the Quaker City Chocolate and Confectionery Company, 
Inc. 
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Haier Baxine Co. v. Warp Bakine Co. 
(293 Fed. Rep. 800) 


United States District Court, Western District of Pennsylvania 
October 9, 1923 


TrapE-Marks AND TrADE-NAMES—INFRINGEMENT—“ViM” anpd “Vitovim” 

For Breap—SIMILARITY IN SuGGESTION INSUFFICIENT. 

Mere similarity in suggestion is not sufficient to make one mark an 
infringement upon another, provided the words are dissimilar. The 
words “Vim” and “Vitovim” used as trade-marks for bread, are not, 
either written or spoken, so similar as to be confounded, and a bill al- 
leging infringement of plaintiff's mark is dismissed. 

Trape-MarKs AND TrapeE-Names—Unrair CompetirionN—SHare and GEN- 

ERAL APPEARANCE OF Goops—UseE or SimiLar Worps In ADVERTISING. 

Where defendant, known for seventy years throughout the East 
as a baker of bread, as the result of a prolonged experiment by chem- 
ists, began the manufacture of a bread containing the vitamines nec- 
essary to nutrition, and to emphasize such vitamine content in its ad- 
vertising, it was not merely imitating this feature of plaintiff's adver- 
tising, nor guilty of unfair competition with it, particularly as the 
former’s loaf differed in shape and size from plaintiff’s and was put 
out in wrappers plainly identifying origin, and different in color and 
appearance. 

Same—Same—Same—Possisitity or Conrusion—Test—Liasiviry or Orpt- 

NARY Buyer To Deception. 

Where one party offers testimony alleged to show possibility of 
confusion between its mark and that of another, the action of dealers 
is not the test, since in the case at issue, an honest dealer who had 
never handled “Vim” bread, and was ignorant of its existence, might 
well offer “Vitovim” bread in the thought that the purchaser had inac- 
curately stated its name. The test is: Could an actual purchaser, know- 
ing and desirous of buying the former’s bread, and using ordinary 
care, possibly be deceived by the trade-mark or advertisements of the 
other? 


In equity. Suit for trade-mark infringement and unfair com- 
petition. Bill dismissed. 


Clarke & Doolittle, of Pittsburgh, Pa. (Chas. M. Clarke and 
Wm. H. Parmelee, both of Pittsburgh, Pa., of counsel), 
for plaintiffs. 

R. T. M. McCready, of Pittsburgh, Pa., and W. B. Morton and 
George J. Hesselman, both of New York City, for de- 
fendant. 


Gipson, District Judge: The plaintiff has filed its bill to 
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restrain the defendant from the use of the trade-mark “Vitovim” in 
connection with bread, and from alleged unfair competition in con- 
nection therewith. The facts, as we find them from the testimony 
introduced, are as follows: 

The Haller Baking Company, the plaintiff, has been operating 
a bakery in Pittsburgh since March 1, 1915. On September 14, 
1917, it registered the word “Vim” as a trade-mark for bread, and 
from that time, and prior thereto, has sold what it has advertised 
as a whole wheat loaf under the name “Vim” bread. This “Vim” 
bread has not actually been a whole wheat loaf, but contained about 
70 per cent. of whole wheat flour. This proportion was adopted for 
ease in baking and to make the bread more palatable. The plaintiff 
has also sold a bread which is called “Raisin Vim” during a part 
of the period last mentioned. It has advertised these “Vim” breads 
to a considerable extent in the city of Pittsburgh and vicinity. Plain- 
tiff has marketed this bread in a small, corrugated, cylindrical loaf, 
each loaf wrapped in a single sheet of waxed paper, with the name of 
the Haller Baking Company printed prominently thereon, with other 
printed matter and designs, in the center of the sheet. The inside 
of the loaf, in texture and color, resembles the ordinary loaf of 
brown bread. This bread, as well as other breads made by plaintiff, 
has not been sold to the public through grocers or shopkeepers, but 
has been sold directly to consumers from plaintiff's wagons or over 
its counter in its own bakery. Plaintiff's wagons, and some of its 
advertisements bear the inscription “From Oven to Home.” 

The Ward Baking Company, the defendant, either as corpora- 
tion or partnership, has carried on a baking business in the city of 
Pittsburgh for more than 50 years. From a small beginning it has 
grown until it now has bakeries in most of the large cities in the 
eastern half of the United States. Within recent years it has put 
upon the market a number of different breads, under numerous 
trade-names, such as “Ward’s Aunt Hannah’s Bread” and “Ward's 
Tip-Top Bread.” For a number of years it has extensively ad- 
vertised its products. It obtained a certificate of trade-mark reg- 
istration for the word “Vitovim” on January 9, 1923, for a certain 


bread which it had put on the market in the latter part of the year 
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1922. It began selling this bread in the city of Boston on the date 
stated, and has continued to extensively advertise and sell it to the 
present time. This “Vitovim” bread is of different shape and larger 
than plaintiff's “Vim” loaf, and both outside and inside looks like 
the ordinary white bread. It is wrapped in a strip wrapper; that 
is, in a wrapping machine which is fed from a continuous roll. The 
design is printed continuously on the strip. The words, “Ward’s 
Vitovim Bread” appear several times on each wrapper. In color 
and design printed thereon the wrapper closely resembles other 
wrappers used by the defendant for a very considerable time before 
the “Vim” bread of the plaintiff was sold. It does not closely 
resemble plaintiff's wrapper. Defendant's evidence, which is un- 
contradicted, is to the effect that this bread is the result of a great 
expenditure of money and a great deal of investigation. 

The plaintiff alleges, in substance, that defendant has wilfully 
adopted a trade-mark in simulation of plaintiff's mark, and has also 
knowingly imitated plaintiff's advertising of its bread, and that, 
by such means and extensive advertising, it is confusing the public 
and causing plaintiff’s trade-mark to lose its significance and value. 
We are of the opinion that defendant has not infringed plaintiff's 
mark “Vim” by the registration and use of its own mark, “Vitovim.” 
Regarding each as a word coined merely to identify the respective 
maker’s product, we are unable to conceive that the public, even the 
careless part of it, could or would be deceived by bread marked 
only by the word “‘Vitovim,” if “Vim” bread were desired. Writ- 
ten or spoken, the words are not so similar as to be confounded. 
But, it is urged, the prefix of defendant’s mark, “Vito,” although 
perhaps actually meaningless, conveys the same suggestion as 
plaintiff’s word, “Vim,” and therefore the two trade-marks present 
the same idea, and, used in connection with the same article, neces- 
sarily lead to confusion. But mere similarity in suggestion is not 
sufficient to make one mark an infringement upon the other, pro- 
vided the words are dissimilar. “Energia bread,” e. g., would 
convey the same suggestion as “Vim” bread, but certainly would 
not infringe the latter mark. 


As stated, we are of the opinion that defendant’s mere use of 
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“Vitovim” to identify its bread does not in itself infringe upon 
plaintiff's trade-mark. It is our duty to inquire further, however, 
and to determine whether plaintiff's allegation of unfair competition 
on the part of the defendant is sustained by the evidence. This 
charge, as we understand it, is based on the claim that defendant's 
advertising was knowingly copied from plaintiff’s, and is designed 
and intended to create the impression that “Vitovim bread’’ was 
the same as, or a successor to “Vim bread.” This advertising, on 
billboards, on loaf, wrappers, and in newspapers, was not entirely 
free from any resemblance to plaintiff's, or to that of a hundred 
other bakers. By various means, among them the use of various 
jingles and slogans, both parties sought to convey to the public 
that their respective products were healthful and nutritious, and 
were rich in iron, vitamines, and the like. 

The first baker who sold his products to his fellowmen ad- 
vertised his product, in his own particular way, as_health- 
ful, nutritious, and palatable, and every baker since has 
done the same thing. The plaintiff is certainly not entitled to ob- 
ject to the defendant, or any other baker, doing it. It is claimed, 
however, that the Haller Baking Company was a pioneer in ad- 
vertising its bread as containing vitamines. This may be admitted 
without in any manner affecting our inquiry. Even so, it has no 
right to prevent defendant from advertising its bread as containing 
vitamines, if such be the case. Plaintiff did not invent vitamines, 
has no patent upon them, and is entitled to no monopoly in the 
mention of them in connection with bread. 

It is further urged by plaintiff's counsel, however, that de- 
fendant’s advertising of vitamines, in conjunction with the fact that 
it also used certain jingles, in which, for example, the word “trim” 
was made to rhyme with the word “Vitovim” (plaintiff having used 


similar jingles in connection with the word “Vim’’), is strong proof 


of its contention that defendant knowingly and wilfully imitated 
plaintiff’s trade-mark and advertising. The foundation of this claim 
seems very fragile to one who remembers the exploitation of vi- 
tamines in connection with a certain brand of yeast in magazine 
advertisements beginning four or five years ago, or who recalls one 
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“Sunny Jim,” who figured in advertisements of a breakfast food in 
which the main features were couplets that rhymed the word “Jim” 
with other words ending in “im.” It is temerity in a food manu- 
facturer to claim any originality in advertising that his product con- 
tains vitamines; and, if not original, how can he assert that the 
fountain from which he drew his idea was not open to his rival in 
trade? As to the jingles, they are only less obvious than they are 
inane. 

The evidence makes it plain, as we think, that defendant was 
not guilty of any conscious imitation of plaintiff’s advertising. For 
a considerable period before it placed its ““Vitovim’ bread on the 
market it had a corps of chemists and experts at work in an at- 
tempt to make a bread which should contain all the vitamines neces- 
sary to the nutrition of the human body. Long and careful experi- 
ments were made in feeding rats and other animals, until finally 
success was attained, it is claimed. ‘‘Vitovim’ bread was the cul- 
mination of this labor, the evidence shows, and in such case it can- 
not well be claimed that the advertisement of the vitamine feature 
was merely an imitation of plaintiff. 

Perhaps the most conclusive evidence that defendant was not 
trying to induce the public to buy its goods in the belief that it 
was getting those of plaintiff is to be found in that testimony which 
relates to the preparation of the two breads for market. It plainly 
shows that plaintiff's loaf was in a differently shaped wrapper, and 
was of a different shape and color, than defendant’s loaf. Each 
company had its name printed in large type on the wrapper. In 
view of the fact that the Ward Baking Company, or its predeces- 
sors, always under the Ward name, had conducted bakeries in the 
city of Pittsburgh for about 70 years, and at the time of the alleged 
infringement was operating large bakeries in practically all of the 
large cities in the eastern half of the United States, it would seem 
to be a forlorn hope that it should induce the public to believe that 
its product was that of the plaintiff when it had its name on the 
wrapper and in its advertisements. It would seem exceedingly 
strange that it should try to do so, since its own reputation was far 


wider, not to say better, than that of the plaintiff. 
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There was no testimony offered which went to show that the 
public had been deceived by the alleged similarity in trade-marks, 
or by any other means. Plaintiff did offer certain testimony which 
it claimed, tended to show the possibility of confusion between the 
two marks. It produced certain of its agents, who had gone to 
grocery stores and had asked for “Vim” bread, or “Vim bread— 
the bread that is advertised so much.’ In some instances the grocer 
sold them Vitovim bread. Under any circumstances, his testimony 
would be of very little value in establishing deceit of the public; 
but in the present case it is entirely without weight. It will be 
remembered that the plaintiff sold directly to the consumer, while 
the defendant sold only to dealers. The breads were not in actual, 
direct competition with each other. An honest grocer, who had 
never handled “Vim” bread and was ignorant of its existence, might 
well offer the bread he did handle in the thought that the purchaser 
had inaccurately stated its name. Almost any dealer, asked for 
that which he had not, would offer that which he had, in the hope 
that the customer might be indifferent, despite the request for the 
particular article, and would accept the substitute. But the action 
of dealers is not the test. The question is: Could an actual pur- 
chaser, knowing and desirous of buying plaintiff’s bread, and using 
ordinary care, possibly be deceived by the trade-mark of the de- 
fendant or its advertisements? 

In our judgment, the trade-mark used by defendant is not 
sufficient in itself to induce the public to buy its bread as that of 
the plaintiff, nor do we find that defendant has attempted by any 
other means to foist its wares upon the public as those of the plain- 
tiff; nor does any evidence indicate that the public has been, or 
might be, deceived by the alleged similarity of trade-marks, or other- 
wise. 


Plaintiff’s bill will be dismissed. 





STOVER V. PEACOCK 


Stover v. PEAcocK 
(141 N. E. Rep. 889) 


Appellate Court of Indiana 
Jan. 8, 1924 


Trape-Marks aNnp Trape-Names—Unrair Competirion—‘“Sport SHop’’— 
Descriptive PHrase—APpPpeAL—AFFIRMAL. 
Words which are descriptive of a business, or of a class of goods 
sold are not subject to exclusive appropriation; and appellant, by a 
use for less than three years of the words “Stover Sport Shop” as a 
trade-name, could not prevent appellee from using the words “Pea- 
cock Sport Shop” in a similar business. 
SamMe—SamME—PLeapinc—Demurnrer. 


When a pleading is tested by a demurrer, it is fundamental that 
general allegations therein are controlled by specific allegations con- 
cerning the same fact or matter. 


In equity. Appeal from the Superior Court, St. Joseph 
County. 
Suit for alleged unfair competition. From a judgment for 


defendant, plaintiff appeals. Affirmed. 


P. C. Fergus and J. G. Yeagley, both of South Bend, Ind., 
for appellant. 


G. A. Elliott, of South Bend, Ind., for appellee. 


Entor, J.: By this action the appellant sought to enjoin the 
appellee from opening and operating a store in the city of South 
Bend, which store, it was alleged, was to be opened and operated 
under the name and style of “Peacock Sport Shop.” The appellant 
in his complaint alleged that he was a resident of the city of South 
Bend, and that for 214 years before the bringing of the suit he had 
been the owner of and had conducted a store in said city which was 
known as “Stover Sport Shop,” that under said name he had spent 
large sums of money in advertising said business, and that the 
same was a growing, substantial, and profitable business. There 
were many other allegations in said complaint, but we do not deem 
it necessary to set them out. To this complaint, which was duly 
verified, the appellee filed a demurrer, which was sustained, and the 
appellant, electing to abide said ruling, suffered judgment to be 
rendered against him. The sustaining of said demurrer is the only 
question presented on this appeal. 
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The appellant in his brief urges that the term “sport shop,” 
as designating his place of business, was used in a particular, a dis- 
tinctive, sense, that it was used as a “trade-name,” and as such was 
valuable to him, and that the appellee is about to appropriate such 
“trade-name” to his damage. 

In considering the sufficiency of a pleading, when the same is 
tested by a demurrer, it is fundamental that general allegations 
therein are controlled by specific allegations concerning the same 
fact or matter. So in this case, if the specific allegations of said 
complaint show that these words “sport shop’’ were not used by 
the appellant in a particular or distinctive sense, that they were 
not used with reference to their secondary meaning (if any such 
meaning they in fact had), as applied to the business of appellant, 
but, on the contrary, if such specific averments show that such 
words were used in their descriptive sense, as indicating the line 
of merchandise sold, and that they were so understood by the public, 
then appellant could not appropriate said words “sport shop,” to 
his own exclusive use, and prevent other persons, selling the same 
line or class of goods from using said words as descriptive of their 
business, and thereby, possibly, monopolize that class of trade. 

When we read the appellant’s complaint we find this specific 
allegation : 

“* * * And Stover’s Sport Shop is valuable to this plaintiff as a trade- 
name because the words indicate the class of goods sold by plaintiff, and 


* * * the buying public has associated said name with the class of goods.” 
(Our italics.) 


This direct and positive averment as to the use by appellant 
of said words is controlling. This appellant, under the averments 
of his complaint, has no more right to the exclusive use of the 
words “sport shop” than has the owner of a “gun shop” to the 
exclusive use of such words. Words which are descriptive of a 
business, or of a class of goods sold are not subject to exclusive ap- 
propriation by any one proprietor. Bolander v. Peterson, 136 IIl. 
215, 26 N. E. 603, 11 L. R. A. 350; 38 Cye. pp. 824, 825. 





ALFRED J. KRANK V. LOUIS PHILIPPE 


Aurrep J. Krank v. Louis PuHILipre 
Court of Appeals of the District of Columbia 


February 5, 1924 


Trape-Marxs AND Trapne-Names—CaNceLLaTion—Descriptive TERMs— 
“Lemon CLEANSING CreEAM” For A Face CLeanstnc CreEaM—APPEAL 
—AFFIRMAL. 

Where appellant registered the words ‘Krank’s Lemon Cleansing 
Cream” in a fanciful though not distinctive, arrangement, as a trade- 
mark for face cleansing cream, but claiming use from a date two 
years later than that at which appellee began using the word “lemon” 
for a similar preparation, the cancellation of the former’s registration 
was rightly ordered. 


Appeal from a decision of the Commissioner of Patents 
ordering cancellation of a trade-mark registration. Affirmed. For 
Commissioner’s decision, see 12 T. M. Rep. 474. 


Before Smytu, Chief Justice, Ross, Justice, and Martin, 
Presiding Judge, United States Court of Customs Appeals. 


Melville Church, of Washington, D. C., for appellant. 
Henry M. Wise, of New York City, for appellee. 


Martin, P. J.: This is an appeal from a decision of the Com- 
missioner of Patents cancelling the registration of a trade-mark. The 
mark in question consists of the words “Krank’s Lemon Cleansing 
Cream,” the last two words of which were disclaimed by the reg- 
istrant. The words are compactly arranged in a well-proportioned 
design with the word “Lemon” in large type in the center, having the 
word “Krank’s” in smaller type above it, and the words “Cleansing 
Cream” within a broad flourish underneath it. In this combination 
the word “Lemon” is clearly printed, and is the conspicuous and 
dominating term. The mark was registered on November 9, 1920, 
upon the application of Alfred J. Krank, now the appellant, and 
was cancelled upon an application filed for that purpose on Novem- 
ber 20, 1920, by Louis Philippe, the appellee. 

It appears from the testimony that as early as 1912 Krank 
manufactured a face cleansing cream containing as an ingredient 
either lemon juice or oil of lemon; and that he has continued to 
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make and vend it from that time to this. He gave it the name of 
Krank’s Lemon Cleansing Cream, and until January 18, 1918, he 
used a label for his packages with those words plainly typewritten 
upon it. On that day, however, he adopted the present design, 
with the words grouped together as already described. The goods 
are put up in ordinary retail containers, and have had a large sale 
in drug stores and at the counters of department stores throughout 
the country. The article is well-known to the public by its trade- 
mark name, and is also frequently called for by customers simply as 
lemon face cream or lemon cleansing cream. 

On the other hand Philippe, the appellee, was engaged in the 
business of manufacturing and selling a face cleansing cream with 
lemon oil as an ingredient before the year 1916. His product bore 
the trade-name of Angelus Creme, but in that year he commenced 
to use upon the label the word “Lemon” as part of a description of 
the article. The business has been continued by him without inter- 
mission from that year to the present time, and has greatly in- 
creased in volume. This cream, like the other, is put up in ordinary 
retail packages, and is sold by the same class of stores throughout 
the country. It is known to the public by its trade-name, but is 
also frequently called for by purchasers under the simple name 
of lemon face cream or lemon cleansing cream. 

Upon this state of facts Philippe filed an application for the 
cancellation of the registration in question. The application was 
denied and dismissed by the acting Examiner of Interferences, upon 
the ground that the registration in question was not prima facie 
evidence of an exclusive right to the use of the word “Lemon” by 
the registrant, and, consequently, that the petitioner had failed to 
establish legal damage, and therefore had no right at present to 
demand a cancellation of the mark. Upon appeal, however, the 
Commissioner of Patents sustained the application and accordingly 
cancelled the resignation. 


We think the Commissioner’s decision was correct, and we 


answer the appellant’s arguments as follows: 
1. Under the circumstances above stated, Philippe had a 
legal right to describe himself as one injured by the registration 
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of the trade-mark; he was therefore entitled to maintain an ap- 
plication for its cancellation. This follows from the fact that, at 
and before the date of the registration, he was rightfully engaged 
in marketing his product as a cleansing cream with lemon ingre- 
dients; that the word “Lemon” was used upon his labels as part 
of the description of the article; and that the cream frequently 
passed in the retail trade under the name of lemon cleansing cream. 
That fact discloses an interest in the subject matter sufficient to 
serve as a basis for his proceeding, even though he had no exclusive 
trade-mark right to the use of the word “Lemon” upon his label. 
Natural Food Co. vy. Williams, 30 App. D. C. 348, 350; Johns-Man- 
ville Co. v. American Steam Packing Co., 33 App. D. C. 224, 226; 
Electro Steel Co. v. Lindenberg Co., 48 App. D. C. 270 [5 T. M. 
Rep. 295]. 

2. Concerning the charge of “unclean hands’ which was 
urged against the appellee by the registrant, we sustain the ruling 
of the Commissioner, and hold that the charge was not established 
by the evidence. 

3. The cancellation was proper because the terms composing 
the trade-mark were descriptive only, and as such were incapable 
of exclusive appropriation. The registrant disclaimed the words 
“cleansing cream” upon that ground, but the word “Lemon” as 
thus applied was subject to the same objection. The descriptive 
words in question were not subject either separately or in com- 
bination, to be registered as a trade-mark for the present article. 

t. The design in which the words were arranged was not 
printed in a particular or distinctive manner so as to possess a com- 
posite individuality apart from the ordinary signification of the 
words themselves. It is true that the print is attractive and some- 
what ornamental, and that the terms are arranged in block accord- 
ing to a certain relative order, but after all they merely present the 
words ““Krank’s Lemon Cleansing Cream” to the eye and mind of a 


reader, so as to describe the qualities, ingredients and characteristics 
of the article. The arrangement adopted for the words does not 
constitute a symbol. It includes no drawing of any kind, nor any 


arbitrary or artificial figure or design. The words are printed in 
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clear and not unusual letters, and are plainly legible, and the collo- 
cation possesses no character apart from the ordinary signification 
of the words composing it. These facts defeat the contention of the 
registrant that the composite design consitutes a distinctive display 
which should be given effect as an entirety like a symbol, apart 
from the sense of the words when considered alone. 


The decision of the Commissioner is affirmed. 


Euize Costume Co., Inc. v. Mme. Euize, Inc. 
(201 N. Y. S. 545) 


New York Supreme Court, Appellate Division 
November 2, 1923 


Trape-Marxs anv Trape-Names—Unram Competirion—“Exize Costume 
Company, Inc.” anp “Mme. Enis, Inc.”—Lacx or Conrvusino 
SIMILaRIry. 

The names “Elize Costume Company, Inc.” and “Mme. Elize, 
Inc.” are not so similar as to deceive a buyer of ordinary observation 
in a trade where no likelihood of confusion between producers or their 
products is indicated. 


Same—Same—Same—Use or Own Name 1n Rivat OrGanizaTIon. 

Where defendant’s organizer, a well-known and popular designer, 
permitted the use of her first name as a part of plaintiff’s corporate 
title without compensation, the use of such namé in a corporation 
subsequently organized by her was not unfair competition. 


In equity. Suit to restrain alleged unfair competition. From 
an order granting plaintiff's motion for an injunction pendente 
lite, restraining defendant from using or conducting its business 
under the name of “Mme. Elize,’ defendant appeals. Order re- 
versed, and motion denied. 


Hartman § Levy, of New York City (Samuel Greenbaum, of 
New York City, of counsel, and Hugo Levy, of New York 
City, on the brief), for appellant. 

I. Maurice Wormser, of New York City (I. Gainsburg, of New 
York City, on the brief), for respondent. 
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Before Cuiarke, P. J., and Dow1ine, Fincu, McAvoy, and 
Martin, JJ. 


Martin, J.: Plaintiff and defendant are domestic corpora- 
tions, and are engaged in the business of manufacturing and selling 
ladies’ costumes and dresses in the city of New York. The plaintiff 
corporation adopted, as part of its name, the name “Elize,” which 
was the first name of Elize Galambos, one of its incorporators. 
She is not now connected with plaintiff, but is a stockholder and 
the president of defendant. Elize Galambos for upwards of twelve 
years has been well known and favorably as a designer throughout 
the costume and gown industry, and has been popularly known by 
the name of “Mme. Elize” by her business associates and persons 
dealing with her. For the use of the name “Elize” as part of the 
corporate title of plaintiff it appears she received nothing whatever. 
She and her husband turned over their business to the plaintiff 
corporation, receiving one-half of the stock, equalizing the invest- 
ment of the other incorporators, including one Granowitz, and, 
although she had theretofore commanded a salary several times 
the amount, she accepted a salary of $7,500 a year for the first 
year, giving her entire time and attention to the business of plain- 
tiff. 

In December, 1921, following two years’ employment wita 
plaintiff, during which time she succeeded in building up plaintiff's 
business, Mme. Elize sold her stock. Thereafter the plaintiff’s 
president, Mr. Granowitz, being anxious to have her continue in 
the business, made an arrangement with her, the terms of which 
are now in dispute; the plaintiff contending that the arrangement 
was that she should receive a salary of $400 a week as her sole 
compensation, and Mme. Elize contending that she was to be paid 
$400 a week as salary and one-half of the profits of the plaintiff 
corporation. As a result of the refusal of the plaintiff to pay her 
the profits which she claimed to be due her, she left the plaintiff's 
employ and commenced an action, which is now pending, to re- 
cover a share of the profits. She insists that her action brought 
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against plaintiff is largely responsible for the institution of this 
one. 

Shortly after she left the employ of the plaintiff corporation, 
in association with others, she organized the defendant corporation, 
$100,000 being invested in the business. She gave to said corpora- 
tion the use of her name, “Mme. Elize,’”’ as part of its corporate 
title; she having a one-half interest therein. 

The court at Special Term granted a motion for an order re- 
straining pendente lite the use of the name “Mme. Elize” as a part 
of a corporate title in the business in which she is now engaged, 
admitting, however, that Mme. Elize was free to use the name 
“Mme. Elize” in any business and in competition with plaintiff. 
In the opinion several cases are cited. An examination of these 
cases discloses that they are not in point, for in each the use of the 
name was illegal or inequitable. 

This defendant never contracted or bargained away her right 
to use her name. It appears, furthermore, that the styles which 
were associated with her name are not identified as being plaintiff's 
special product. The opinion at Special Term is to the effect that 
she may use her name, “Mme. Elize,’’ but may not authorize its 
use as a corporate title, “Mme. Elize, Inc.” 

In Howe Scale Co. v. Wyckoff, Seaman & Benedict, 198 U. S. 
118, 25 Sup. Ct. 609, 49 L. Ed. 972, the court said: 


“In the present case, the decree enjoined the use, ‘in any manner what- 
soever, * * * of the designation “Remington” as the name, or part of the 
name, of any typewriting machine whatsoever manufactured by the Rem- 
ington-Sholes Company, or by defendant or any person or concern, and 
from selling, offering, exposing or advertising for sale by means of signs, 
show cards, catalogues, circulars, publications, advertisements or by word 
of mouth, or in any manner whatsoever, typewriting machines manufac- 
tured by said Remington-Sholes Company or by defendant, or any person 
or concern under the name of or as “Remington-Sholes,” or by any desig- 
nation of which the word “Remington” shall constitute a part.’ This 
denies the right to use the personal name, rather than aims to correct an 
abuse of that right, and involves the assertion of the proposition that the 
use of a family name by a corporation stands on a different footing 
from its use by individuals or firms. But, if every man has the right to 
use his name reasonably and honestly, in every way, we cannot perceive 
any practical distinction between the use of the name in a firm and its 
use in a corporation. It is dishonesty in the use that is condemned 
whether in a partnership or corporate name, and not the use itself.” ; 
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If she has not made any agreement or taken any other position 
which makes it illegal or inequitable for her to vend gowns under 
her name, “Mme. Elize,” it seems illogical to say that she may not 
vend them through a corporation bearing her name, “Mme. Elize, 
Ine.” 

In Romeike, Inc. v. Albert Rometke & Co., 179 App. Div. 712, 
167 N. Y. Supp. 285 [7 T. M. Rep. 618], affirmed in 227 N. Y. 
561, 124 N. E. 898, this court, Mr. Justice Dowling writing the 


opinion, said: 


“The plaintiff's contention upon the record must be reduced to the 
bald claim that because Henry Romeike used his own name in his press- 
clipping business for many years, and afterwards turned that business 
over to a corporation bearing his name, that no one else bearing the 
name ‘Romeike’ can make use of it in that business. I do not believe 
that contention is sound. * * * Nor would even their intent to obtain part 
of plaintiff's business by competition under any other name be sufficient 
to constitute unfair trade, unless the intent was effectuated by some 
overt act constituting fraud, misrepresentation, or deceit. * * * But in 
this case, not only is there no such confusion of businesses between the 
parties as would justify the intervention of a court of equity, not only 
is there no proof of unfair trade upon the part of defendant, but there 
is as well a sufficient dissimilarity of names to prevent any person of 
ordinary intelligence from being misled, and there has been proved the 
adoption of every reasonable means by defendant to distinguish its busi- 
ness from that of plaintiff. Albert Romeike was an incorporator of 
defendant, and had a right, not only to use his family name in his indi- 
vidual business, but to have it used as a part of the corporate name of a 
corporation in which he was a stockholder.” 


In the case of Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 
169, at page 187, 16 Sup. Ct. 1002, 1009 (41 L. Ed. 118), the 
court said: 


“This fact is fully recognized by the well-settled doctrine, which holds 
that * * * ‘every one has the absolute right to use his own name honestly 
in his own business, even though he may thereby incidentally interfere 
with and injure the business of another having the same name. In such 
case the inconvenience or loss to which those having a common right are 
subjected is damnum absque injuria. But, although he may thus use his 
name, he cannot resort to any artifice or do any act calculated to mislead 
the public as to the identity of the business firm or establishment, or of 
the article produced by them, and thus produce injury to the other beyond 
that which results from the similarity of name.’” , 


It is asserted by plaintiff that Mme. Elize is pirating and ap- 
propriating plaintiff's rights and property; that by the expenditure 
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of large amounts of money plaintiff has conducted a campaign of 
advertising of which she is now trying to take advantage through 
the new corporation. She denies that she is endeavoring to vend 
her goods as plaintiff's. 

On the papers here an injunction pendente lite may not be 
granted, on the theory that she is unfairly competing with plaintiff. 
The names “Elize Costume Company, Inc.,” and “Mme. Elize, 


29 


Inc.,” are not so similar as to deceive a buyer of ordinary observa- 
tion in a trade where no likelihood of confusion between producers 
or their products is indicated. 

Respondent also contends that plaintiff acquired the rights 
which it sets up and seeks to set up in this action by the purchase 
of Mme. Elize’s block of stock for the sum of $88,000. It appears 
that nothing was included for good-will in the book valuation of the 
stock of plaintiff corporation while Mme. Elize was connected with 
it, and that Mme. Elize did not make a grant to plaintiff which 
would exclude her from using her name in competition with plain- 
tiff. 

It is fair to assume, from an examination of the price paid for 
the stock which belonged to her and her husband, that it included 
nothing for the use of her name, but was the book value of other 
business assets which belonged to plaintiff. We think the court 


at Special Term was in error in assuming that, on the showing 


made on this application, the established law inhibited the use of the 
name “Mme. Elize’”’ by a corporation competing with plaintiff. 
Order reversed, with $10 costs and disbursements, and motion 
denied, with $10 costs. 
Order filed. 


DowuineG, Fincn, and McAvoy, JJ., concur. 
Crarke, P. J., dissents. 
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CoLuMBIAN Rope Company v. THe Hooven & ALLISON CoMPANY 
(306 O. G. 703) 


United States Patent Office 
August 16, 1922 


Trave-Marxs—Opprosirion—Marxs ror Ropes. 
The difficulty of marking ropes for identification is great, and a 
proper effort to that end which seems successful should be encouraged 
and meet with sympathetic treatment. 


On Rehearing 


Same—Marks or Dirrerent Corors ror Rore nor Grape Marks. 

Where an applicant files several applications for trade-mark 
registration, each mark consisting of an elongated lineal marker or 
label separate from the structural part of a rope, but located in the 
interior of the rope and inclosed by the rope strands, the markers 
being substantially identical except in color, the color differing accord- 
ing to the material of the rope and each marker indicating the highest 
quality of rope of a particular material, held that there is sufficient 
doubt that the markers are grade marks to warrant their registration 
as trade-marks. 

SAME—DIFFERENTIATION SUFFICIENT TO WARRANT REGISTRATION. 

Where there are available three methods of employing color to 
mark rope: (1) A colored thread or the like incorporated into a 
strand so as to show occasionally or continuously; (2) a colored 
thread or the like incorporated into a strand so as not to show in the 
complete rope; (3) a colored thread or the like inserted between the 
strands so that it does not show from the surface of the rope, and the 
record shows that these three methods are distinctive, held that em- 
ployment of the third method sufficiently distinguishes the mark from 
methods (1) and (2) to warrant registration. 

SAME. 

The common law gives applicant the right to register the mark 
obtained by method (3) described in the foregoing paragraph, although 
the opposer controls a patent relating to a tape marker for rope 
situated in the place applicant puts its mark, but registration will not 
avoid infringement of the patent if it exists. 


Trade-mark opposition. Appeal from Examiner of Interfer- 
ences. Affirmed. 


Church & Church, for the Columbian Rope Company. 
Sebastian Hinton, for The Hooven & Allison Company. 


Fennine, Assistant Commissioner: This is an appeal from the 


action of the Examiner of Interferences dismissing an opposition 
filed against the application of The Hooven & Allison Company for 
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the registration of a trade-mark for Mauritius fiber rope. The 
application for registration says: 


“The trade-mark consists of an elongated lineal purple marker or 
label separate from the structural part of the rope, but located in the 
interior of the rope and inclosed by the rope-strands. 

“The trade-mark is usually applied to the goods by placing the elon- 
gated lineal purple marker or label, in the form of yarn, thread or the 
like, along the axis of the rope inside the strands thereof, so that the 
trade-mark may be seen at the ends of the rope or when the rope strands 
are slightly untwisted at an intermediate point for the purpose of disclos- 
ing the trade-mark.” 





Applicant filed seven applications for trade-mark registration 
substantially identical with this application excepting the color of 
the marker and the material of the rope to which the marker is 
applied. The applications include: Yellow for jute rope; red for 
sisal rope; white for hemp rope; pink for New Zealand hemp rope; 
purple for Mauritius fiber rope; green for istle rope; orange for 
African sisal rope. 

The applications seem to vary from the statement of appli- 
cant’s witness Steele in cross question 63. These colors have been 
definite apparently since about 1918, although there were some 
changes prior to that time. For instance, the purple marker seems 
to have been shifted from a jute rope to Mauritius rope. (Steele, 
Q. 28.) Applicant has withdrawn its applications with respect 
to yellow, white, and orange markers by an agreement or consent 













in favor of the Tubbs Cordage Company, which company is not 
involved in the present proceeding. 

The present opposition is one of four, and the colors partic- 
ularly involved are purple, red, pink, and green. All four cases 
have been argued together, and a single brief is filed here in the 
four cases. A single record was taken with respect to all seven 
cases. We must, therefore, consider the cases together and take 
into account their relation to each other. 

The difficulty of marking ropes for identification is great and 
a proper effort to that end which seems successful should be en- 
couraged and met with sympathetic treatment. Applicant here has 


spent a large amount of money in advertising its business and the 
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means it has adopted to mark its goods. It is with reluctance, 
therefore, that I am constrained to hold that the present applica- 
tions do not involve trade-marks at all, but rather lie within that 
field to which the term “grade mark” has been applied and which 
cannot be registered. The rules with respect to such marks are 
laid down in such decisions as Lawrence Manufacturing Co. v. Ten- 
nessee Manufacturing Co. (1891, C. D. 415, 55 O. G. 1528, 138 
U.S. 587); Stevens Linen Works v. Don & Co. (121 Fed. Rep. 171, 
affirmed at 127 Fed. Rep. 950); Albany Perforated Wrapping 
Paper Co. v. John Hoberg Co. (102 Fed. Rep. 157, affirmed at 109 
Fed. Rep. 589); United States Playing Card Co. v. C. M. Clark 
Publishing Co. (1908 C. D. 809, 132 O. G. 681, 30 App. D. C. 
208); The Denny Tag Company v. Dennison Manufacturing Com- 
pany (1919 C. D. 1, 258 O. G. 221, affirmed at 1919 C. D. 187 
[9 T. M. Rep. 76]); and Columbia Mill Company v. Alcorn (150 
U.S. 460). In the latter case the Supreme Court says that in order 
to be a trade-mark the mark— 

«* * * must be designed, as its primary object and purpose, to indicate 
the owner or producer of the commodity, and to distinguish it from like 
articles manufactured by others. (2) That if the device, mark, or symbol 
was adopted or placed upon the article for the purpose of identifying 
its class, grade, style, or quality, or for any purpose other than a reference 


to or indication of its ownership, it cannot be sustained as a valid trade- 
mark.” 


A statement in appellee’s brief is very significant in view of 
this opinion of the Supreme Court: 

“Applicant could not use the same mark for different fibers, e. ¢., 
jute and sisal. If it did, dealers would pass off applicant’s jute rope 


for applicant’s sisal rope whenever the difference in price tempted them 
to do so.” 


Clearly, then, applicant’s purpose in employing yellow for 


jute and red for sisal rope and in wishing to register the green 
mark for istle and the purple mark for Mauritius rope was pri- 
marily to distinguish one rope from another and not to distinguish 


their own ropes from other manufacturers’. Applicant in its brief 
Says: 


“These marks are not merely grade marks. This is obvious. Of 
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course, any series of products can be graded in half a dozen ways accord- 
ing to half a dozen different bases of graduation. It would be strange 
if they were identical. But each marker indicates the highest quality 
of a particular kind of rope—these kinds of rope are used in different 
markets for different purposes, with, of course, some overlap.” 


It seems to be suggested that if applicant used purple for its 
best grade Mauritius and red for a poorer grade Mauritius, the 
marks would be grade marks rather than trade-marks. It is argued, 
however, that since applicant actually changes the material com- 
posing the rope when it changes the color of its mark, it does not 
have a proper grade mark. No reported cases are cited on this 
point, and I have been unable to find any. An inspection of the 
many samples filed as exhibits in the case satisfies me, however, 
that to the ordinary purchaser (and the public generally must be 
protected) istle rope and Mauritius rope, for instance, are so nearly 
alike in appearance that one might properly be considered merely 
a better grade of rope than the other. 

Applicant’s witness Steele, in answers to cross questions 63 and 
64, endeavors to show that these are different ropes rather than dif- 
ferent grades of rope, and that with respect to applicant’s manufac- 
ture “each one of them is the highest grade of that particular kind of 


rope.” But the advertisement of applicant set out in cross ques- 
tion 64 seems clearly to indicate that the ropes of different mate- 
rials are merely different grades of rope generically. Steele, in 
answers to questions 38 and 40, indicates that two of the ropes 


may be used as clotheslines. Presumably one makes a better clothes- 


line than the other. Applicant’s witness Hallisy, in answer to 
question 8, says that sisal and Manila ropes probably interlap, 
and in answer to question 9 he indicates that the applicant mixes 
istle in the manufacture of a cheap rope known in the trade as 
commercial or common sisal. If there is a hairbreadth of difference 
in the materials the separation can be marked only by a very crooked 
hair. 

That applicant cannot procure trade-mark protection on a 
colored thread, irrespective of the color, in its rope is clearly de- 
termined by the Supreme Court in A. Leschen & Sons Rope Com- 
pany v. Broderick & Bascom Rope Company (201 U. S. 166). 
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The refusal to register applicant’s present marks might be 
justified by the decision in A. Leschen & Sons Rope Company v. 
American Steel & Wire Co. (1911 C. D. 315, 164 O. G. 978, 36 
App. D. C. 456 [1 T. M. Rep. 42]); and ex parte, De Witt Wire 
Cloth Company (1913 C. D. 102, 190 O. G. 547 [3 T. M. Rep. 
258]). 

The Examiner of Interferences is reversed, the opposition is 
sustained, and registration is refused. 


On REHEARING, May 17, 1923 


Church & Church, of Washington, D. C., for Columbian Rope 
Company. 

Sebastian Hinton, for The Hooven & Allison Company. 

Charles E. Townsend, of Washington, D. C., amicus curia. 


On this petition for rehearing, by consent of the parties, attor- 


ney for the Tubbs Cordage Company was allowed to file a brief. 
This brief, together with the argument on behalf of The Hooven 
& Allison Company, leads me to believe that there is sufficient doubt 
that the marks sought to be registered are grade marks to warrant 
their registration as trade-marks by this Office. I am further 
fortified in this conclusion by the fact that it was not traversed 
by the attorney for the Columbian Rope Company at the hearing. 

The record indicates that there are available three methods 
of employing color to mark rope: (1) A colored thread or the like 
may be incorporated into a strand so as to show occasionally or 
continuously; (2) a colored thread or the like may be incorporated 
into a strand so as not to show in the complete rope; (3) a colored 
thread or the like may be inserted between the strands of the rope 
so that it does not show from the surface of the rope, although it 
may be discovered at the end of the rope or by untwisting the rope 
at any place. The record seems to establish that these three meth- 
ods are distinctive. It is possible for one to employ a green marker 
on the surface, another to employ a similar green marker laid in 
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green marker in the interior 


the strands, and a third to employ a 
of the rope inclosed by the strands. 

In the present case applicant has employed the third method, 
and although there is some suggestion that the terms employed in 
its statement are artificial and inexact I am satisfied that they 
sufficiently differentiate its mark from methods (1) and (2), indi- 
cated above, to warrant registration. 

Opposer has not definitely proven use at the date of the oppo- 
sition of the green marker in the interior of the rope and inclosed 
by the rope strands. Failure to prove such use warrants dismissing 
the opposition. 

Opposer calls attention to a patent which it controls relating 
to a tape marker for rope situated in the place applicant puts its 
mark. It is suggested applicant’s registration will limit the use 
of the patented device and will give applicant a permanent patent 
for its mark; but, if so, this is just what the common law gives 
applicant, and its mark can properly be registered here. Of course 
registration will not avoid infringement of the patent if it exists. 

The Examiner of Interferences is affirmed and the opposition 


dismissed. 


MANUSCRIPT DECISIONS OF THE COMMISSIONER 
OF PATENTS 


Rendered During February, 1924 
Conflicting Marks 


Fennine, A. C.: In an opposition it was held that the ap- 
plicant was not entitled to register the words “Fashion Court,” as 
a trade-mark for hats and caps, in view of the prior use and regis- 
tration by the opposer of the word ‘“Fashionknit’’ for the same 
goods. 

In his decision, the Assistant Commissioner held that the reas- 
oning of the Court of Appeals in the case of Goodrich Drug Co. v. 
Cassada Mfg. Co., 287 O. G., 918, 46 App. D. C., 146 [7 T. M. 
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Rep. 275], in which “Velvelite” and “Velvetina’ were held to be 
deceptively similar, was controlling in this case, and said: 

“There may be in my mind some doubt as to the similarity of the 
present marks, ‘but that doubt must be resolved against the new comer for 
the protection of the public as well as for the protection of the first user. 


It seems to me probable that trade confusion will be brought about by the 
existence of the two marks here considered side by side in the trade.” 


Kinnan, F. A. C.: In the case of ex parte The American 
Tobacco Company of the Orient, held that the applicant was not 
entitled to register, as a trade mark for smoking, chewing and leaf 
tobacco and cigarettes, a mark consisting of the representation of 
the statue of an Indian having in one hand a bow and in the other 
an arrow and one foot resting upon a tree stump, in view of the 
prior registration of the word “Indian” for the same goods, it not 
having been established by the applicant that the prior registrant 
had abandoned its mark. 

The ground of this decision was that, as the applicant used only 
the representation of an Indian, there was no way by which the 
average consumer would be able to designate it except by the word 
“Indian” and that, therefore, the use of the two marks would be 
likely to cause confusion in the mind of the public. 

With respect to the sufficiency of the showing to establish 
abandonment, the First Assistant Commissioner, after pointing out 
that there had been submitted an affidavit of the Assistant Secre- 
tary of the applicant company, and letters from the secretary of 
State and from the Tax Commission of Ohio showing that the 
charter of the Toledo Tobacco Works Company had been cancelled 
in 1914, said: 

“It is believed where prima facie abandonment is sought to be estab- 
lished, some positive evidence from some party having knowledge of the 
acts of the registrant charged with abandonment should be submitted. In 
the present case, the registration of the mark “Indian” by the Toledo 
Tobacco Works Company was in 1879, renewed in 1896, and the last regis- 


tration being for the period of thirty years has not yet expired. The 


usual cancellation proceedings should be brought if appellant believes the 
mark abandoned.” 


With respect to the question of the likelihood of confusion by 


Franklin Knitting Mills Inc. v. The Sol-Ruf Co., Feb. 9, 1924. 
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reason of the contemporaneous use of the two marks, the First As- 
sistant Commissioner said: 


“It may be deemed established, therefore, that the public would not 
be misled by the use of the particular representation of an Indian employed 
by appellant in believing all tobacco upon which any kind of a representa- 
tion of an Indian was used as a mark was the product of appellant. Con- 
sumers or users of tobacco may be regarded as having learned to distin- 
guish the various kinds of representations of Indians used in connection 
with this class of goods. Appellant has adopted a somewhat distinguishing 
representation of an Indian, such being referred to in the brief as the 
“Tongfellow Indian.” It may be this representation distinguishes from the 
various other Indian marks as much as they distinguish from each other, 
but appellant has only the representation of an Indian and there is no 
way the average consumer would be able to designate it except by the word 
Indian. He would necessarily call the product the “Indian tobacco.” The 
mark reveals only an Indian and means just Indian to the average pur- 
chasing public and this is just what the mark of the Toledo Tobacco Works 
Company means. The distinguishing characteristics of appellant’s mark 
have no recognized name and are not such as would appeal to the ordinary 
purchaser. If the number of similar marks already applied to goods of 
this character is such as to create confusion there is no justification in 
adding to this confusion.” 


Descriptive Terms 


Kinnan, F. A. C.: Held that the applicant was not entitled 
to register as a trade-mark for matches a mark consisting of the 
words ““Two Head,” accompanied by a representation of two heads 
of persons, one being smaller than, and placed on top of, the other. 

The ground of this decision was that the mark was descriptive, 
as it was old to make matches with a head at each end, and would 
merely indicate such a match, 

In his decision, after stating that applicant contended that the 
mark was riot descriptive and had been so long used as to acquire 
a secondary meaning, and citing decisions holding that a word, or 
symbol, which is descriptive of the goods does not constitute a valid 
trade-mark, the First Assistant Commissioner said: 


“In view of the foregoing and of the fact that to the ordinary pur- 
chaser appellant’s mark would mean that the match had two heads, which 
meaning is enhanced by the illustration of two human heads, I am unable 
to reach any other conclusion than that appellant’s mark is merely descrip- 
tive of the goods and its registration is prohibited by the statute.’* 


*Ex parte The Indian Tobacco Company of the Orient, Feb. 9, 1924. 
*Ex parte The Albert F. Remy Company, Feb. 9, 1924. 
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Kinnan, F. A. C.: Held that the applicant was not entitled 
to register under the Act of March 19, 1920, a mark consisting of 
the words “White Borax Soap,” printed within the arms of a mal- 
tese cross. 

The ground of this decision is that the mark must be regarded 
as primarily descriptive, since, if the registrant’s rights were based 
on the use of the maltese cross, the mark should have been reg- 
istered under the Act of 1905, with a disclaimer of the descriptive 
words, and that the term “use,” in the Act of March 19, 1920, 
means exclusive use, which the registrant had not had, since the 
testimony showed that the Pacific Coast Borax Co., had used the 
words “White Borax Soap” on packages of soap from a date long 
prior to any date of use established by the Los Angeles Soap Co. 

With respect to the first point, the First Assistant Commis- 
sioner said: 


“* * * the maltese cross can not be considered as the dominant or the 
controlling feature of the mark since, if this is true, the registration should 
have been under the 1905 Act. The mark must be deemed a descriptive 
mark when applied to the goods, if it was properly registered under the 
1920 Act. If this is not in error, then the mark is substantially the descrip- 
tive words employed by petitioner upon soap packages many years prior to 
the entrance of the registrant into the field. In consequence, therefore, the 
mark can not be said to have been in bona fide use for more than a year 
prior to the application for registration, because the term “use” must be 
interpreted to mean exclusive use. This interpretation is necessary in view 
of Section 2 of the Act of March 19, 1920, in which provision is made for 
the cancellation of a mark in case the registrant “was not entitled to the 
exclusive use of the mark at or since the date of his application for registra- 
tion thereof.” The evidence submitted on behalf of petitioner clearly 
enough establishes that the registrant has not been. entitled to exclusive 
use of these descriptive words at any time, because long before they were 
in use by petitioner upon the same class of goods.” 


With respect to the question whether the registration would 
probably damage the Pacific Coast Borax Co., the First Assistant 
Commissioner said: 


“The registrant admits that it would not, and properly could not in- 
terfere with petitioner’s right to continue the use of the descriptive words 
upon its goods, but this is not believed sufficient to avoid probable damage 
to petitioner. It is a fair inference that third parties dealing in petition- 
er’s goods would be led to think, seeing the descriptive words upon these 
goods, that such words were an infringement of the registrant’s mark. 
This would be liable to cause some hesitation on the part of dealers to 
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handle petitioner's goods and this would be likely to cause damage to 
petitioner. As indicated by the examiner of interferences, since customs 
officials, interested parties in other countries in which registration was 
taken out dependent upon the registration in this country and other 
parties interested would not be supposed to know the history of the 
registration of the mark, deceptive and damaging inferences would prob- 
ably be drawn which would be against the interests of petitioner.” 


Emblem of Corporation 


Kinnan, F. A. C.: Held that golf balls and clubs were not so 
clearly goods of different descriptive properties from various kinds 
of rubber goods, including rubber soles and heels for golf and sport 
shoes, that an opposition to the registration of a trade-mark for 
the former brought by the owner of the same trade-mark as applied 
to the latter, should be dismissed without an opportunity for the 
opposer to take testimony to show either actual confusion in trade, 
or a likelihood of confusion. 

The mark of the applicant consisted of the words “Wing Foot,” 
placed between two concentric circles and accompanied by the rep- 


resentation of a human foot with attached wings. 





The case was remanded to the examiner of trade-marks to de- 
termine the right of the applicant to register this mark, in view 
of the fact that it appeared to be substantially the mark used by the 
New York Athletic Club, of the City of New York, it being pointed 
out that section 5 of the Trade-Mark Act of February 20, 1905, 
forbids the registration of any mark which comprises “any name, 
distinguishing mark, character, emblem, colors, flag, or banner 
adopted by any institution, organization, club, or society which was 
incorporated in any State in the United States prior to the date 


of the adoption and use by the applicant.’ 
Goods of Same Descriptive Properties 


Frennine, A. C.: In an interference case it was held that the 
applicant was not entitled to register a mark consisting of the 
words “Rising Sun,” as applied to deciduous fruits and grapes, in 


‘Pacific Coast Borax Co. v. Los Angeles Soap Co., Feb. 14, 1924. 
*The Goodyear Tire & Rubber Co. v. Jas. R. McMullen, Feb. 23, 1924. 
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view of the prior use by F. E. Nellis & Company, of the same mark 
on fresh fruits. 

The Assistant Commissioner further held that as the testimony 
showed that the Livingston Cooperative Society had used the mark 
only on grapes, it was not entitled to register the mark broadly for 
“Fresh Deciduous Fruits and Grapes.” He further held that 
since the testimony showed use by F. E. Nellis & Company only on 
fruits and not on vegetables and berries, it could register the mark 
only for the former. 

With respect to the question of the goods being of the same 
descriptive properties, the Assistant Commissioner said: 

“As the Examiner of Interferences points out, it is a matter of common 
knowledge that produce growers on the same farm produce both grapes 
and cantaloupes. It is also a matter of common knowledge that wholesale 
houses and commission merchants handle both cantaloupes and grapes. 
It is also a matter of common knowledge that both goods are handled by 


the same retail houses. It seems clear therefore that we must hold them 
goods of the same descriptive properties.” 


Fennine, A. C.: Held that the applicant was not entitled 
to register the word ‘““Wonder,’” surrounded by a curvilinear border, 
as a trade mark for furnaces, in view of the prior registration of 
the same mark for heating stoves. 

In his decision the Assistant Commissioner, after stating that 
the applicant had pointed out that its furnaces are adapted for use 
with miscellaneous fuels, excluding gas, said: 


“* * * He endeavors to distinguish his device from heating stoves, but 
although there may be a specific difference between a stove and a furnace 
I am satisfied that they are goods of the same descriptive properties. One 
who sees or has used a stove marked ‘wonder’ will expect to get the same 
grade, quality, and from the same source, in a furnace if marked ‘wonder.’ 
This is sufficient to dispose of the case.” 


Name of House Organ 








Fennina, A. C.: It was held in an interference proceeding, 
that the Maryland Assurance Corporation, was entitled to register 
the word “Protection” as a trade-mark for a monthly magazine, or 
periodical. 


*F. E. Nellis & Co. v. Livingston Cooperative Society, Feb. 2, 1924. 
"Ex parte Decatur Furnace and Foundry Company, Feb. 1, 1924. 
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It appeared that this periodical was a house organ or advertis- 
ing medium, which was not sold and had no subscription price, its 
primary purpose being to give information about the business, but 
that from time to time the monthly issues contained articles with 
reference to the insurance business in general and sometimes articles 
which could possibly be considered to be of interest as reading 
matter, irrespective of insurance as a basis for such interest. 

The Assistant Commissioner held that the distribution of this 
magazine was such trade-mark use as would justify the registration. 

In his decision, after referring to certain decisions holding 


that policy contracts are not articles of commerce, he said: 


“Tt is to be noted, however, that the present case does not involve an 
application to register a trade-mark for insurance or for insurance policies, 
but rather for a magazine. The main or general business of the Maryland 
Company may be insurance, but that does not preclude it from having 
also a subsidiary business of publishing and distributing its magazine. 

“The trade-mark statute provides for the registration of any mark 
used in ‘commerce’ between the States, etc. This registration statute is 
based upon the commerce clause of the Constitution and apparently is in- 
tended to be as broad in its scope with respect to commerce as is that 
clause of the Constitution. I am unable to find satisfactory authority for 
holding that purchase and sale are essential incidents of commerce (Brad- 
ford Dyers’ Association, Limited, 310 O. G., 3). In Weber v. Freed, 239 
U. S., 325, 36 Sup. Ct., 131, the Supreme Court sustained as valid under 
the commerce clause of the Constitution a statute prohibiting the distri- 
bution of motion picture films of prize fights. There was no showing nor 
suggestion in that case of a sale. The thing which was prohibited was the 
importation of the goods. 

“It seems clear that the magazine published and distributed by the 
Maryland Assurance Corporation moves from city to city. As such it is 
subject to the regulation of Congress under the commerce clause. As such 
if it bears a trade-mark, the trade-mark is used in commerce. 

“The trade-mark statute apparently implies that the mark must have 
been used on or applied to goods or merchandise. The usual definition of 
merchandise, to be sure, is something which is sold, but on occasion the 
courts include in the terms ‘goods’ and ‘merchandise’ any movable which 
is susceptible of sale. Clearly, the magazine here under consideration is 
susceptible of sale. I must therefore reach the conclusion reached by the 
ret in ex parte, Curtis Publishing Company, 197 O. G., 1000, 
[4 T. M. Rep. 79] and hold that the Maryland Company has shown trade- 
mark use. 

“The office should be liberal and refrain from refusing to register 
merely because the right is doubtful and especially when the matter has 
never been determined by any court.’”* 


* Maryland Assurance Corporation v. Van Sant, Feb. 14, 1924. 
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No Trade-Mark Use 


Fennina, A. C.: It was held that the applicant was not en- 
titled to register, as trade-marks for perfume containers, either the 
word “Vanette” or the words “Djer-Kiss Vanette Kerkoff,” upon 
an ornamental border, the words “Djer-Kiss” and ‘“Kerkoff” being 
disclaimed. 

The applicant, which is in the business of importing, packing 
and selling perfume, and which had registered as trade-marks for 
perfume the words “Djer-Kiss” and “Kerkoff,”’ was not in the 
business of selling containers and such containers were sold only 
as containers for perfume and, therefore, applicant has no trade- 
mark appurtenant to the business of selling containers. 

In his decision, after referring to the case of the Pioneer Sus- 
pender Co. v. Lewis Oppenheimer’s Sons, 128 O. G. 1928, ex parte, 
Adams, 255 O. G. 609 [8 T. M. Rep. 275], and ex parte Garrett 
and Company, Inc., 137 Ms. 330 and 11 T. M. Rep. 826, in 
which, respectively, registration had been refused of a trade-mark 
for paper boxes, where it appeared that these boxes were merely 
containers for a combination set of suspenders, garters and arm 
bands; of the words “Butter-Krust’”’ for bread wrappers, where, 
although the applicant was a manufacturer of bread wrappers, the 
mark was so prominently displayed thereon that it would be under- 
stood by the public as referring to the bread and not the wrapper, 
and of a trade-mark for containers for beverages, where the appli- 
cant was a manufacturer of wines and after the prohibition act of 
de-alcoholized liquors and not of bottles, he said: 

“There is a distinguishing feature in the present case not involved 
in the cases cited, although they do involve conditions more nearly like 
the present than any other cases. It does not appear, in the present 
instance, that the goods within the container are known to the trade or 
to the public as ‘Vanette.’ Applicant seems to have made an honest effort 
to establish before the public, by advertising, that ‘Vanette’ is the name 
applied to the perfume container and not to the perfume. It is clear to 
me, however, that the association of ‘Vanette’ with ‘Djer-Kiss’ and ‘Ker- 
koff’ within the panel in the advertisement, and on the cap of the bottle 
itself, is so intimate as to make it impossible to distinguish which is the 


mark applied to the perfume and which is the mark applied to the con- 
tainer. I am unable to find that applicant has a business in anything 
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but perfumes. It has not a business in containers, as such, and conse 
quently has no trade-mark used in such business. 

“Applicant may employ the present container for a number of differ- 
ent and distinct perfumes. It might, likewise, put in the containers a 
large number of miscellaneous fluids as diverse, for instance, as shoe 
polish and condensed milk. To allow the registration of a mark displayed 
and used as is the present mark, to be registered for a container, would 
readily lead to the subterfuge of every manufacturer of goods registering 
his mark as a trade-mark for a container of his goods, and so wipe out 
the requirement of the statute that anticipatory or interfering marks 
must be applied to goods of the same descriptive properties.” 


Fenninea, A. C.: Applicant was held not to be entitled to 
register under the Act of March 19, 1920, the words “Extra 
Strength” as a trade-mark for fishing lines. 

The ground of this decision was that the labels showed only 
the words “Extra Strength Line,’ associated with other features, 
and that there had been shown no trade-mark use of the words 


“Extra Strength.” 


In his decision the Assistant Commissioner said: 


“One specimen filed shows the words ‘Extra Strength Line’ associated 
with the picture of a skunk and an illustration of a swastika, with the 
words ‘Swastika Brand.’ The picture of a skunk has been registered as a 
trade-mark No. 155,370, and applicant here relies especially on labels bear- 
ing the words ‘Extra Strength Line. Waterproof. 100 yds.’ 

“T am unable to find under these circumstances that ‘Extra Strength’ 
has been used as a trade-mark.” 


Part of Corporate Name 


Kinnan, F. A. C.: It was held, in a cancellation proceeding, 
that the applicant was entitled to register the mark “Tu-way,” as 
a trade-mark for hosiery, notwithstanding the prior incorporation 
of the Nu-way Stretch Suspender Co., and the prior use by it of the 
mark “Nu-way’’ as a trade-mark for suspenders and garters. 

The grounds of this decision are that ““Nu-way” is not merely 
the name of the Corporation, and that hosiery and suspenders and 
garters are not goods of the same descriptive properties and, there- 
fore, the question whether “Nu-Way” and “Tu-Way” are decep- 
tively similar is immaterial. 


* Ex parte, Alfred H. Smith Co., Inc., December 20, 1923. 
’ Ex parte Ashaway Line & Twine Mfg. Co., Feb. 1, 1924. 
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With respect to the first ground, the First Assistant Commis- 
sioner said: 


“Regarding the matter of the petitioner’s corporate name, it may be 
deemed settled law for this Office that an applicant is not entitled to reg- 
ister a mark which consists merely in the corporate name or the principal 
word of a corporate name, whether the corporation deals in the same or a 
totally different class of goods from that upon which the respondent uses 
its mark. 


* * + * * 


“It is believed that while the same tests apply where two similar marks 
are used upon goods of the same descriptive properties, they should not 
be so rigidly applied in a case where the question to be decided is the sim- 
ilarity of a mark to a portion of a corporate name. Petitioner’s corporate 
name includes several words affected and modified by the term ‘Nu-Way.’ 
The meaning of these terms in the corporate title is wholly dissimilar to 
the meaning of respondent’s terms ‘Tu-Way,’ especially so where the res- 
pondent includes the figure 2 in its mark. There is no similarity of mean- 
ing or of significance present in the instant case and the term ‘Nu-Way,’ 
separated from the rest of the corporate name does not, in my judgment, 
constitute a principal or prominent portion of petitioner’s corporate name.” 


With respect to the question whether the goods are of the 
same descriptive properties, he said: 


“Tt is not always easy to determine whether or not different articles 
belong to the same class or have the same descriptive properties within the 
meaning of the statutes. The test is not merely the liability of a mistake 
of use or purchase of one article for the other, but extends to a considera- 
tion of whether a purchaser familiar with one article and its source of 
manufacture or place where it may be purchased would be likely to be 
misled into believing, in purchasing the other article, he was obtaining an 
article which was the product of a manufacturer or dealer in the former. 
It is true garters are used to support stockings and that they have no other 
function. Generally these articles are made by different firms, since one is 
a woven fabric and the other a knitted article, although they are usually 
handled by the same trader. I am not aware of any adjudicated case, 
and neither party has called my attention to any, in which a court has 
determined the relation of suspenders and hose supporters to garments 
supported by them.” 


* * * * * 


“It is believed the teachings of these various adjudicated cases are to 
the effect that suspenders and garters do not belong to the same class of 


goods to which hosiery belongs and if this is true the similarity of the 
two marks is immaterial.’ 


"“Nu-Way Stretch Suspender Co. v. Novelty Sport Hosiery Mills, Inc. 





FOURTEEN TRADE-MARK REPORTER 


Pleading 


Fennine, A. C.: Held that applicant was not entitled to 
register the word “‘Alcolo,’” as a trade-mark for a preparation for 
bathing and massaging the skin, in view of the prior use by the op- 
poser on the same goods. 

The only grounds urged on behalf of the applicant were cer- 
tain technical defects in the notice of opposition and that the 
notary public before the testimony was taken was an employee and 
associate of the attorney for the opposer. It did not appear from 
the notice of opposition whether opposer was a corporation or a 
firm and the only verification to the notice of opposition, which was 
signed by the President of the Company, was: 

“Sworn to and subscribed before me this 16th day of Nov. 1922. 

JOHN P. ROBINSON, 
Notary Public.” 

It appears that no question was raised about the sufficiency of 
the notice prior to final hearing, nor was any objection made to the 
notary acting as such in taking the testimony at the time the test- 
imony was taken. 

The Assistant Commissioner held that, irrespective of what 
action should have been taken if objections had been timely made, 


applicant has waived these objections by failing to make them 


before final hearing. With respect to this point he said: 


“There was a period in the history of equity procedure when the com- 
plications of pleading and practice were cheerfully availed of by counsel 
and chancellor to avoid considering the merits of a litigation. We hope 
and believe that time has passed. Certainly, it is inequitable and uncon- 
scionable to allow an applicant to prevail under the conditions here exist- 
ing. I am unable to believe that there is any reason in applicant’s allow- 
ing opposer to go to the expense of proceeding with depositions and then 
go to final hearing without calling attention to what it alleges are patént 
defects in the notice of opposition. The present commendable tendency in 
equity pleading and practice requires conscientious activities on the part 
of one who will avail himself of a technicality. Objections should be 
interposed as promptly as possible if they are to avail. Such procedure 
seems only reasonable. Quite aside from the merits of applicant’s ob- 
jections, and in the absence of absolutely controlling precedents, I believe 
that we are justified in overruling them all on the ground that it has de- 
layed so long in making them that the whole procedure cannot appeal to 
the conscience of an equity court.”” 


* John T. Millikin & Co. v. The Commercial Chemical Co., Jan. 25, 1924. 


~ 











